United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/820,539 


03/29/2001 


Kazutoyo Maehiro 


6514-5 


4166 



7055 7590 12/28/2006 

GREENBLUM & BERNSTEIN, P.L.C 
1950 ROLAND CLARKE PLACE . 
RESTON, VA 20191 



EXAMINER 



MCCULLOCH JR, WILLIAM H 



ART UNIT 



PAPER NUMBER 



3714 



SHORTENED STATUTORY PERIOD OF RESPONSE 



NOTIFICATION DATE 



DELIVERY MODE 



3 MONTHS 12/28/2006 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding* 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 

Notice of this Office communication was sent electronically on the above-indicated "Notification Date" and 
has a shortened statutory period for reply of 3 MONTHS from 12/28/2006. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

gbpatent@gbpatent.com 
pto@gbpatent.com 



PTOL-90A (Rev. 10/06) 



Office Action Summery 


Application No. 

09/820,539 


Applicant(s) 

MAEHIRO, KAZUTOYO 


Examiner 

William H. McCulloch Jr. 


Art Unit 

3714 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1^5 is/are rejected. 
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DETAILED ACTION 

1. This action is in response to amendments received 7/29/2006. Claims 1-6 are 
pending in the application, with claim 6 withdrawn and claims 2, 3, and 5 currently 
amended. 

Claim Rejections - 35 USC § 1 12 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 3 recites the limitation "the utilization status" 
in lines 2-3, 4, and 6. There is insufficient antecedent basis for this limitation in the 
claim. Claim 2 recites "a utilization state ". For the purposes of this examination, claim 2 
will be interpreted as reciting "a utilization status " instead of the present recitation of "a 
utilization state ". Such interpretation is based upon the fact that amended claim 3 was 
altered from the previous recitation of "state" to recite "status". Appropriate correction is 
required. 

4. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim recites a recording medium containing a program 
executed by a server system. The claim further recites that the server system includes 
a profile server and an information providing server. Therefore, it is unclear as to which 
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of the profile server and/or the information providing server is actually executing the 
program. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
5. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
5,793,365 to Tang et al. (hereinafter Tang). 

Regarding claim 1 , Tang describes the following features: 

a) A server system connected to a group of game machines via a 
communications network (see at least abstract and fig. 10); 

b) A profile server and an information providing server (see at least fig. 10 
and 1 1 :5-57). The profile server corresponds to the directory service 129 
and the information providing server corresponds to the database 131 ; 

c) A registration system that selects and records at least one second user in 
said profile server to allow a first user to check personal information about 
the second user (see at least abstract, 5:43-6:10, 7:56-61, and 9:6-21); 

d) A notifying system that causes, when a game machine of the at least one 
second user sends a request for an information service, said information 
providing server to notify said profile server of the request (see at least 

1 1 :37-57). The examiner notes that a "notifying system" is not specifically 
disclosed in the applicant's specification, and will interpret the portion of 
the claim as a simple functionality based upon information disclosed in the 
specification, as opposed to a physical "system"; 
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e) An update system that updates personal information of the at least one 
second user of the requesting game machine in said profile server, the 
personal information comprising the name of the information service being 
requested (see at least 5:44-6:10, 11:37, and figures 1-4 and 8); and 

f) A transmitter that transmits updated personal information of the second 
user to the game machine of the first user (see at least figures 10-1 1 and 
description thereof). 

Regarding claims 2 and 5, Tang describes representations of users that are 
frequently updated to indicate the activity level of these users, including personal 
information including the name of the requested information service and the utilization 
state of the information service by at least one second user selected by the first user in 
advance, and a display controller that displays the received personal information (see at 
least abstract, figs. 1-10 and col. 3:32-58). 

Regarding claim 3, claim limitations pertaining to "the utilization status comprising 
at least three states" will be interpreted as a utilization status indicating of one of at least 
three states. Tang teaches user states within an information service, such as attentive, 
idle, engaged, do not disturb, and absent, as seen in columns 5 and 6. Tang 
anticipates the use of a predetermined format to portray information to users (see at 
least 6:14-26). 

Regarding claim 4, Tang anticipates the use of icons (see at least 6:14-26). 
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Response to Arguments 

6. Applicant's arguments filed 5/3/2005 have been fully considered but they are not 
persuasive. 

Applicant contends that the claimed forwarding information from the server that is 
providing the service is patentably distinguishable from forwarding the information from 
the device that is requesting the service, as is allegedly done by Tang (Remarks, p. 5). 
Applicant appears to misinterpret the Tang reference such that information is forwarded 
from the game device requesting the service. However, Tang clearly shows that 
information is forwarded from the server in response to a request from a game device 
(see above). 

Applicant alleges that the communications server 80 is software on a client PC 
and not a physical server. While applicant has not provided any evidence to support 
this assertion, the server 80 was not mentioned in the previous rejection and is 
therefore not relevant at this time. 

Applicant further argues that Tang does not teach "forwarding status information 
from the game server to a profile server" (p. 6). The arguments are not commensurate 
in scope with the claimed invention because a game server is not recited by the claims. 
Therefore, the argument is moot. 

Applicant contends that Tang "does not describe how the system would forward 
information about a service because such a feature is barely mentioned" (p. 6). 
Applicant appears to acknowledge that the feature is mentioned, if only "barely". 
Moreover, the frequency at which a feature is mentioned does not constitute a proper 
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standard for the propriety of an anticipation rejection, contrary to what is asserted by the 
applicant. Rather, the fact that a reference discloses a particular feature is what 
qualifies that reference to serve as anticipatory. 

Applicant argues that Tang does not teach the claimed forwarding information 
from the server providing the service, challenging that the examiner relies upon the chat 
database and the directory service of Tang without citing the portion of the reference 
that teaches such. In response, the examiner directs applicant to col. 1 1 :37-65, which 
details the interactions between the servers regarding data representing users of 
services such as the directory and chat services. Applicant is also directed to the 
entirety of col. 1 1 , as well as col. 12. 

The argument bridging pages 6-7 of the Remarks explains supposed advantages 
provided in the claimed invention that are not offered by Tang. However, the supposed 
advantages are not sufficient to differentiate the claimed invention from that of Tang, nor 
are the advantages recited by any claim. Therefore the argument is moot. 

Finally, applicant alleges that the utilization states showed by the cited 
references show only two utilization states, on and off. Applicant further alleges that the 
"more general states of activity" taught by Tang do not pertain to the "specifically 
claimed utilization status of the information service, which is of course provided by a 
server" (p. 7). While claim 2 does recite "a utilization state of the information service", 
there is no claimed limitation that differentiates over the utilization states of the applied 
references. For example, as was described in the previous action, Tang teaches user 
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states within an information service, such as attentive, idle, engaged, do not disturb, 
and absent, as seen in columns 5 and 6. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. McCulloch Jr. whose telephone number is 
571-272-2818. The examiner can normally be reached on M-F 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewski can be reached on 571-272-6788. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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